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4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) EI Claim(s) 1-5. 10-12. 21. 22. 24- 26 and 28-32 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 15 July 2005 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20090130 



Application/Control Number: 10/541,733 Page 2 
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DETAILED ACTION 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5 and 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hinokuma et al. [6495290] in view of Mitsumune [JP200 1085203]. 

Regarding claims 1 and 10, Hinokuma discloses a electric conductor consists a synthetic 
carbonaceous material (fullerenes derivative) fullerenes generated in the preparation process 
from which at least a part of the fullerenes is removed [Abstract]. 

Hinokuma discloses the instant claimed invention discussed above except for the 
fullerenes concentration is 0.5 ppm to 10 mass %. 

Mitsumune discloses an electrode couple, a conductive member comprising a resin 
including an electric conductor, wherein the electric conductor includes fullerenes; fullerenes 
concentration is 0.5 ppm to 10 mass %, which is inclusive in 0.01 to 100 pts. wt. [Abstract]. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to use fullerenes concentration is 0.5 ppm to 10 mass % as taught by Mitsumune to the 
PTC of Hinokuma. 

The motivation would have been to minimize physical property degradation of 
conductive member by adding fullerene [Paragraph 17]. 
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Regarding claims 2 and 11, Hinokuma discloses the synthetic a carbonaceous material 
including the fullerenes is generated via a predetermined arc discharging method or a 
predetermined combustion method [Col. 5, Lines 10-18]. 

Regarding claims 3 and 12, Mitsumune in view of Hinokuma disclose the preparation 
process of fullerene involving oxygen and hydrogen atom except for the claimed conductor 
includes oxygen atoms of 0.5 to 30 mass% and hydrogen atoms of 0.05 to 1 mass%. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to alter 
the oxygen and hydrogen content since applicant has not disclosed that a oxygen atoms of 0.5 to 
30 mass% and hydrogen atoms of 0.05 to 1 mass% solves any stated problem or is for any 
particular purpose and it appears that the invention of Mitsumune in view of Hinokuma would 
perform equally well with the Applicant's invention. 

Regarding claims 4 and 5, Mitsumune discloses a plurality of conductor particles having 
resin particles formed from the resin and a conductive layer formed on the surface of the resin 
particles and formed from the electric conductor are piled up; wherein the electric conductor is 
dispersed in the resin [Paragraph 10-12]. 

Claims 21, 22, 24, 29 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mitsumune [JP200 1085203] in view of Shirai et al. [20040048127A1]. 

Regarding claims 21, 24 and 29, Mitsumune discloses resin including an electric 
conductor (electrode and conductive member) includes mainly at least a compound having 
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carbon cluster (Ceo ) [Paragraph 9]. Carbon cluster (Ceo ) has a 6:5 bond (5-membered ring and 6- 
membered ring), wherein the electric conductor is dispersed in the resin [Paragraph 10-12]. 

Mitsumune further discloses a plurality of conductor particles having resin particles 
formed from the resin and a conductive layer formed on the surface of the resin particles and 
formed from the electric conductor are piled up. 

Mitsumune discloses the instant claimed invention discussed above except for the carbon 
cluster was mentioned to have at least one 5-membered ring, at least one 6-membered ring and 
has an open end. 

Shirai discloses carbon clusters that arc by-product in the fullerene manufacturing 
process employing arc discharge has often open end structure [Page 4, Paragraph 55]. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to use carbon cluster that have at least one 5-membered ring, at least one 6-membered 
ring and has an open end as taught by Shirai to the structure of Mitsumune. 

The motivation would have been this characteristic provides higher reactivity of the 
electrochemical device [Page 4, Paragraph 55]. 

Regarding claims 22 and 30, Mitsumune in view of Shirai disclose the preparation 
process of fullerene involving oxygen and hydrogen atom except for the claimed conductor 
includes oxygen atoms of 0.5 to 30 mass% and hydrogen atoms of 0.05 to 1 mass%. 

However, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to alter the oxygen and hydrogen content since applicant has not disclosed 
that a oxygen atoms of 0.5 to 30 mass% and hydrogen atoms of 0.05 to 1 mass% solves any 
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stated problem or is for any particular purpose and it appears that the invention of Mitsumune in 
view of Shirai would perform equally well with the Applicant's invention. 



Claims 25, 26, 28, 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mitsumune [JP2001085203] in view of Hinokuma et al. [6495290]. 

Regarding claims 25, 28 and 31, Mitsumune discloses resin including an electric 
conductor (electrode and conductive member) includes mainly at least a compound having 
carbon cluster, wherein the electric conductor is dispersed in the resin [Paragraph 9] and 
[Paragraph 10-12]. 

Mitsumune discloses the instant claimed invention discussed above except for the 
carbonaceous compound having a non-peak distribution due to its amorphous structure in a 
region where 26is 30 degree or less in an X-ray diffraction spectrum. 

Hinokuma discloses carbon derivative that has amorphous structure whose impedance 
behavior is similar to the carbon compound measured in an X-ray diffraction spectrum [Col. 26, 
Lines 5-27]. 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to use the carbon compound taught by Hinokuma to the structure of Mitsumune. 

The motivation would have been for the electrical characteristic (impedance and 
conductivity) of the carbonaceous compound cluster be used in electrochemical devices [Col. 26, 
Lines 5-16]. 



Application/Control Number: 10/541,733 Page 6 

Art Unit: 2832 

Regarding claims 26 and 32, Mitsumune in view of Hinokuma disclose the preparation 
process of fullerene involving oxygen and hydrogen atom except for the claimed conductor 
includes oxygen atoms of 0.5 to 30 mass% and hydrogen atoms of 0.05 to 1 mass%. 

However, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to alter the oxygen and hydrogen content since applicant has not disclosed 
that a oxygen atoms of 0.5 to 30 mass% and hydrogen atoms of 0.05 to 1 mass% solves any 
stated problem or is for any particular purpose and it appears that the invention of Mitsumune in 
view of Hinokuma would perform equally well with the Applicant's invention. 



Response to Argument 

Applicant's amendments with respect to claims 1-5, 10-12, 21, 22, 24-26 and 28-32 have 
been considered but are moot in view of the new ground(s) of rejection. 

Applicant has amended claim 1 to recite an electric conductor that consist a residual 
material of a synthetic carbonaceous material including fullerenes generated in a preparation 
process from which at least a part of the fullerenes is removed. 

Hinokuma discloses a synthetic carbonaceous material (fullerenes derivative) fullerenes 
generated in the preparation process from which at least a part of the fullerenes is removed. 
Hinokuma discloses using fullerene derivative is a residual of a synthetic carbonaceous material 
used in conductive member. 

Applicant argues that Mitsumune does not teach fullerenes concentration is 0.5 ppm to 10 

mass % . 
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Mitsumune discloses fullerenes concentration is 0.5 ppm to 10 mass %, which is 
inclusive of the required 0.01 to 100 pts. Wt. [Abstract]. 

Applicant also amended claim 21, 25, 29 and 31 to recite "...a plurality of conductor 
particles having resin particles formed from the resin and a conductive layer formed on the 
surface of the resin particles and formed from the electric conductor are piled up. . .". 

Mitsumune further discloses a plurality of conductor particles having resin particles 
formed from the resin and a conductive layer formed on the surface of the resin particles and 
formed from the electric conductor piled up. 

The examiner apologizes for indicating the rejection of claims 25 and 31 to be about 
Shirai instead of Hinokuma. The teaching of the prior art on [Col. 26, Lines 5-27] is of 
Hinokuma. 

Hinokuma teaches the main component of the carbon powder obtained by arc discharge 
was carbon clusters not having closed structure, but having at least part of which has open ends 
(amorphous structure) similar to graphite structure. This is the characteristic of the amorphous 
structure disclosed by the Applicant in Paragraph 93, of the Specification. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
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mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joselito Baisa whose telephone number is (571) 272-7132. The 
examiner can normally be reached on M-F 5:30 am to 2:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Elvin Enad can be reached on (571) 272-1990. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Elvin G Enad/ Joselito Baisa 

Supervisory Patent Examiner, Art Unit 2832 Examiner 
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/J. BJ 

Examiner, Art Unit 2832 
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